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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD
IN RE SERIAL NO. 76/448,315

OPPOSER,
International Star Registry of Illinois, Ltd., Opposition No. 91158299
an Illinois Corporation, Serial No. 76/448,315
Opposer,
V. Mark: NAME A STAR AND DESIGN
Tonya S. Vaughan,
An Individual d.b.a. Name A Star,

Applicant.

N’ e’ N N’ N N N N

APPLICANT'S MOTION FOR SUMMARY JUDGMENT

Pursuant to Rule 56 of the Federal Rules of Civil Procedure, Applicant Tonya S. Vaughan
(hereinafter "Vaughan" or "Applicant") hereby moves this Board for summary judgment that (a)
the Applicant is entitled to registration of her NAME A STAR AND DESIGN mark for all of the
goods and all of the services recited in the application, (b) the undisclaimed NAME A STAR text
within Applicant's NAME A STAR AND DESIGN mark is neither generic nor descriptive of
either the goods or services recited in the application, (c) in the alternative, if undisclaimed

NAME A STAR text within Applicant's NAME A STAR AND DESIGN mark is descriptive of
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either the goods or services recited in the application, the mark has acquired the requisite
secondary meaning entitling its registration by Applicant.

This motion does not encompass Applicant's "Fourth Affirmative Defense - Unclean
Hands" which would be moot here upon the granting of summary judgment to Applicant and
dismissal of the opposition.

Applicant herewith submits a Memorandum in Support of Motion for Summary Judgment
including a Statement of Uncontested Material Facts and evidentiary submissions.

Applicant requests this Board to decide as a matter of law that the NAME A STAR AND

DESIGN mark is entitle to registration, and enter summary judgment in Applicant's favor and

dismiss this Opposition.
espectfull\&Bb 'tté(/
J oan Norek
/ ’ Attorndy for Applicant
Joan I. Norek

The Law Office of Joan I. Norek
180 N. LaSalle Street - Suite 1800
Chicago IL 60601

312/419-8055, fax 312/855-0535
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Burton S. Ehrlich
Ladas & Parry
224 S. Michigan Ave., Suite 1200
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attorney for Opposer.

Date: November 17, 2003

Joan I. Norek
Attorney\for Applicant
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OPPOSER,
International Star Registry of Illinois, Ltd., Opposition No. 91158299
an Illinois Corporation, Serial No. 76/448,315
Opposer,
V. Mark: NAME A STAR AND DESIGN
Tonya S. Vaughan,
An Individual d.b.a. Name A Star,

Applicant.
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APPLICANT'S MEMORANDUM IN SUPPORT OF
MOTION FOR SUMMARY JUDGMENT
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180 N. LaSallé St., Suite 1800
Chicago, Illinois 60601
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STATEMENT OF UNCONTESTED MATERIAL FACTS

L Overview of Applicant's "Name A Star" Star-Registration Business and Historic
Records

1. Establishment and Operation

1. Applicant's Name A Star star-registration business was established in the 1970's
as a unique business concept and format which had no commercial parallel at that time. (Fuller
Dec. 41 8, 15)

2. That unique star-registration concept and format was to register dedication names
selected by customers together with a specific star assigned to the dedication name, and to
provide personalized Certificates of Registration in a portfolio together with star charts and other
printed material both identifying the specific star assigned and giving general information about
stars and celestial bodies. (Fuller Dec. Y 23, 25, 27; Ex. 1, Ex. 2)

3. Registers, called "Record Book," which include a compilation of all the dedication
names matched to the identities of the assigned stars, plus other star materials, are also sold.
(Fuller Dec. §57; Ex. 9)

4, Applicant's immediate predecessor was M&M Associates, a partnership
comprised of Applicant's father, namely Melvin Fuller, and his business partner, namely Maggie
Weisberg. (Fuller Dec. 11, 3, 48; Vaughan Dec. § 3,7, 8)

5. M&M Associates, which operated an Inventors Workshop, assisted both the
commercial launching of the Name A Star business and its operations, for one member of its
Inventors Workshop named Patrick Pierce, and then another Workshop member named Carl

Daggett. (Fuller Dec. 6 - 15)
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6. The commercial launching of the Name A Star business was completed in 1978,
and by about early 1980 M&M Associates had taken over the Name A Star business itself.
(Fuller Dec. {9 15, 16, 28-34, 36; Ex. 3 at pages 3 & 4, Ex. 14)

7. The Name A Star business has been continuously operated from the time of its
1978 commercial launching through its sale to Applicant in 1999, and it continues in operation
under Applicant's ownership. (Fuller Dec. §{ 15-18, 36, 37, 45, 46 and 48-57; Vaughan Dec. Y 2,
6-9 & 16; Ex. 16)

8. During the Name A Star business' early pre-Internet years, paid print media
advertising was done in addition to taking other promotion opportunities. (Fuller Dec. 18; Ex.
1, Ex. 2)

9. When M&M Associates took over the Name A Star business, which also was
during the pre-Internet years, they relied on public service programming and other publicity
opportunities, which garnered both radio interviews and media articles. (Fuller Dec. §20-22,
36-42)

10. When the Name a Star business' sales became level, and conventional measures
did not generate sales growth, in late 1995 or early 1996 M&M Associates took an opportunity to
promote the Name A Star business on the Internet, which wés a step that led to a sales growth
which continues today. (Fuller Dec. {{ 46-48, Ex. 11, Ex. 12)

11. During the earlier pre-Internet years, the Name A Star portfolios were
hand-inscribed and it could take two weeks to fill an order. (Fuller Dec. 1Y 52 & 62, Ex. 4, Ex. 5,

Ex. 13)

ii



Attorney Reference Number 2669-02
Statement of Uncontested Material Facts

12. The cost of the Name A Star portfolios started out at $25 in 1978, was up to $30
by at least 1987, and eventually rose to just under $50. (Fuller Dec. Y 25, 62; Vaughan Dec.
20; Ex. 2, Ex. 13, Ex. 19)

13. The Name A Star business operations started out in Tarzana, which is in southern
California, and the operations were then transferred to Fort Jones, in northern California in 1987,
after which for a few years Maggie Weisberg worked out of Chehalis, Washington, and then in
1999 the operations were transferred to Bend, Oregon where the Applicant resides. (Fuller Dec.

99 14, 18, 23-26, 36-37, 43-45 & 48, Ex. 1, Ex. 2, Vaughan Dec. {2 & 8)

2. Historic Records

14. Historic Name A Star business documents were not only lost or discarded during
the multiple moves of its operations, Applicant discarded boxes of documents she was not able to
store when the business was transferred to her Oregon residence, and now the available historic
Name A Star records, outside of some sporadic samples of advertising materials, Certificates and
other portfolio material and the like, are primarily Exhibits 3 and 9 to 12. (Fuller Dec. 51,
Vaughan Dec. ] 4 &11)

15. Exhibit 3 is a ring binder type record book kept by Maggie Weisberg in which
the earliest typed pages show the assigned stars being numbered sequentially, as they did
initially, and some dates hand-marked by Maggie Weisberg. (Fuller Dec. { 29; Vaughan Dec.
11; Ex. 3)

16. The right-hand column notations of the third through the sixth pages of the

Exhibit 3 record book, together with three hand-marked dates on this page, namely the first two
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dates of "2/14" marked in the left hand margin, and the third date of "3/5/79" marked at the
bottom of the page in the right hand column, establish in context that the first 100 Name A Star
portfolios were distributed at least by March of 1979 and that some were sold and some were
promotional distributions without charge. (Fuller Dec. Y 31-32, Ex. 3 at pages 3-6)

17. The fourth page of the Exhibit 3 record book includes a listing of the Exhibit 14
1978 portfolio which Melvin Fuller gave to Applicant as a Christmas present, and this listing
includes the 000-047 star number, the "The Star of Tonya and Jeff" dedication name, and its
status as a "n/c" sample distributed by Melvin Fuller. (Fuller Dec. § 32, Ex. 3 at page 4)

18. The Exhibit 3 record book includes other hand-marked dates, typically dates in
the 1980's, which appear intermittently on typed pages of the Exhibit 3 record book, for example
on pages 8, 13-15, 23, 27, 31, 33, 35-44, 247-250, 256 but none are seen on any of the pages that
are primarily hand written. (Fuller Dec. § 34, Ex. 3 )

19. The Exhibit 3 record book includes just over 300 pages of listings for Name A
Star portfolios distributed by M&M Associates itself or for its predecessors. (Fuller Dec. § 35,
Ex. 3)

20. The first page of Exhibit 3 is the cover of the record book which carries a
"PLAINTIFE'S EXHIBIT 4-A Fuller 9/12/01" label that was placed on this ring-binder record
book to identify it as a deposition exhibit for a deposition conducted by Opposer (ISR). (Fuller

Dec. 30, Ex. 3)

v
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21. The Exhibit 9 bound historic Name A Star Record Book has 34 pages of star
registration listings and lists 366 examples of tribute lines. (Fuller Dec. § 57, Ex. 9 at pages 43 -
50)

22. The Exhibit 9 bound historic Name A Star Record Book was printed by M&M
Associates prior to the 1999 sale to Applicant and after the adoption of tribute lines, and the star
registrations shown therein were made sometime prior to the 1999 sale of the Name A Star
business to Applicant. (Fuller Dec. § 57, Ex. 9)

23. The cover of the Exhibit 9 bound Name A Star Record Book carries a
"PLAINTIFF'S EXHIBIT 5 Fuller 9/12/01" label that was placed on it as an exhibit of a
deposition conducted by Opposer (ISR). (Fuller Dec. § 58, Ex. 9)

24. The Exhibit 10 historic bound "Name A Star Record Book" is in Maggie
Weisberg's handwriting and it includes 90 pages of star registration listings, in alphabetical order
by customer name in the left hand column followed by the dedication names and star numbers.
(Fuller Dec. § 59, Ex. 10)

25. The Exhibit 10 historic bound "Name A Star Record Book" was written prior to
the 1999 sale of the Name A Star business to Applicant. (Fuller Dec. § 59, Ex. 10)

26. The cover of the Exhibit 10 bound Name A Star Record Book carries a
"PLAINTIFF'S EXHIBIT 4-B Fuller 9/12/01" label that is not an original part of this
hand-written Record Book but instead was placed on it for a deposition conducted by an attorney

named Burton Ehrlich on behalf of Opposer (ISR). (Fuller Dec. § 60, Ex. 10)
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27. Exhibits 11 and 12 are Name A Star portfolio sales summaries for respectively
1997 and part of 1998. (Fuller Dec. § 61, Ex. 11, Ex. 12)

28. Mel Fuller and Maggie Weisberg are both in their 80's, and Maggie's assistance in
recounting history or interpreting documents therefore has not been sought because within the

last several years she has suffered more than one stroke effecting her memory. (Fuller Dec.  64)

3. Retrieval of Historic Sales Information from the Current Database

29. The data pertaining to stars dedicated over the years by the Name A Star business
has been added to the current computer system at various times. (Vaughan Dec. { 13)

30. The current computer system's "Import Date" would be the approximate date of
sale for Applicant's sales, but for earlier sales the "Import Date" would either be nonexistent or
only reflect the date the information was added on to the system, and therefore it is not possible
to print out a list of dedications sold in chronological order. (Vaughan Dec. § 13)

31. The historic sales records of Exhibits 3, 9, 10, 11 and 12 are the only known
records that approach being comprehensive lists of sales prior to the sale of the Name A Star
business to Applicant. (Fuller Dec. 1 29, 35, 57-61; Vaughan Dec. 4 13)

32. The Exhibit 15 print-out of the first eighty-six pages of star registrations from the
current system in the order of "Import Date" as of Tuesday, August 12, 2003 show 1,994 entries
without import dates, which are probably all sales made when Melvin Fuller and Maggie
Weisberg, as M&M Associates, were operating the Name A Star business, but they are not all of
M&M Associates sales, and these conclusions can be independently confirmed by comparison to

the entries of the Exhibit 3, 9 and 10 record books. (Vaughan Dec. { 14-15, Ex. 15, Ex.3,Ex. 9

vi
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Ex. 10)
4. Applicant's Operation of the Name A Star Business and Litigation with Opposer

33. Applicant eventually changed the Name A Star logo and restyled the portfolio and
web site, but nonetheless Name A Star's business concept and format now remain essentially the
same as they were in 1978 and all the years in between. (Fuller Dec. {47, 48, 50; Vaughan
Dec. 9 10, 18-21; compare Ex. 14 & Ex. 19)

34. Over the years since 1999 Applicant has continued the Name A Star business, has
invested in the computer system and has in other ways worked to further improve on the style
and efficiency of the Name A Star products and services, and her sales have increased
exponentially each year since 1999. (Véughan Dec. § 12, 16)

35. In about May of 1999 Applicant was contacted by Opposer (ISR) and by late 1999
Opposer (ISR) filed an action in the federal district court, N.D. lllinois, against not only
Applicant, but also M&M Associates and its principals Melvin Fuller and Maggie Weisberg,
both of whom are in their 80's, for trademark infringement and the like, the Opposer (ISR)
asserting its purported trademark rights in "International Star Registry" and "Star Registry."
(Vaughan Dec. § 23; Ex. 20)

36. In May of 2001 ISR filed an Opposition against Applicant's application Serial No.
75/852,239. (Vaughan Dec. § 24)

37. In late Oc‘tober of 2001 both of Opposer's (ISR's) proceedings against Applicant
were terminated; the federal court action was terminated pursuant to a stipulated dismissal of the

complaint and counterclaims with prejudice and the opposition was terminated pursuant to a

vii
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stipulated dismissal of the opposition without prejudice and a consented withdrawal of the

application without prejudice. (Vaughan Dec. § 25, group Ex. 22)

II. Opposer (ISR) and Its Star Registration Business

38. Opposer (ISR) is a competitor star registration business which operates under the
trade name of International Star Registry and under the purported marks of "International Star
Registry" and "Star Registry." (Vaughan Dec. {28, 29)

39. Opposer (ISR) contends that it has registered over a million stars, and whether or
not that it true, Opposer (ISR) is probably the largest star-registration business. (Vaughan Dec.
30)

40. In addition to Opposer's (ISR's) federal trademark action against Applicant and
her immediate predecessors, Opposer (ISR) has asserted its purported registration/registry-type
trademark rights against almost all other Internet-based competitors in the star registration field
as of the time the present application was filed, and all of these proceedings are or were based on
Opposer's (ISR's) alleged rights in the marks "International Star Registry" and "Star Registry"
and were instituted before 2002. (Vaughan Dec. 1 28-29; Ex. 22)

4]. Opposer (ISR) contends that it has used various promotional materials that
include the "name a star" phrase in disparate contexts but does not divulge the extent of use.
(Opp. at par. 10 and 23, and Opp. Exhibits A through F)

42. Opposer (ISR) contends that it spends more than Applicant in advertising that
includes the "name a star" phrase but does not divulge any particulars such as the time frame.

(Vaughan Dec. § 30, Opp. at par. 21)

viil
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43. The purported uses of the "name a star" phrase by Opposer (ISR) suggested by the
Notice of Opposition exhibits, even if Opposer (ISR) can establish their actuality and continuity,
are at best dated well into the 1980's. (Vaughan Dec. § 36, Opp. Exhibits A through F)

44. Opposer (ISR) has been well aware of the Name A Star business and well aware
of the content of the Name A Star portfolio since at least early 1998. (Vaughan Dec. { 41; Ex.
24)

45. Opposer (ISR) had a Name A Star portfolio ordered in the name of James Moselle
or James Mosele at the address of 25906 W. Nippersink Road, Round Lake, Illinois. (Vaughan
Dec. §41; Ex. 24)

46. The address of 25906 W. Nippersink Road, Round Lake, Iilinois and the
telephone number of 847-546-8536 are listed under the name of Tad Mosele who is part of, or

related to, the Mosele family members who operate Opposer (ISR). (Vaughan Dec. § 41; Ex. 24)

111 Applicant's Name A Star Mark is Not Generic, is Not Descriptive and
Alternatively it has Acquired Secondary Meaning

1. Dictionary Definitions

48. The relevant standard dictionary definitions of the verb "name" are to give a name
to, to designate or mention by name, or to identify by the right name. (Vaughan Dec. 14 31, 32;
Ex. 23)

49. The goods and services recited in present application Serial No. 76/448,315 are:
(a) printed publications, namely, certificates of registration, charts, printed sheets and registers all
identifying celestial stars as named by persons dedicating a celestial star as a personal gift, charts

and printed sheets identifying celestial bodies, and essays regarding celestial bodies and

ix
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astronomy (International Class 16); and (b) novelty gift registry services, namely, registering
celestial stars with names selected by customers and providing personalized certificates of
registration (International Class 35). (Vaughan Dec. §31)

50. Neither Applicant's Name A Star business nor its customers are "naming" stars in
the sense of identifying a star by its right name, like a bird watcher might identify (name) a bird
as a Swamp Sparrow or a Whooping Crane. (Vaughan Dec. 32, see also Vaughan Dec. § 1; Ex.
23)

51. Neither Applicant's Name A Star business nor its customers are "naming" stars in
the sense of selecting an official or recognized name for any stars. (Vaughan Dec. § 32, see also
Vaughan Dec. § 1; Ex. 23)

52. Applicant's customers are instead selecting personal dedication names, and
Applicant's Name A Star business is registering their selections together with a particular star
assigned thereto as a sentimentality, not as any official or recognized name. (Vaughan Dec. 32,
see also Vaughan Dec. § 1; Ex. 23)

53. Neither Applicant's business nor its customers are naming stars in the sense of any
conventional definition of the "name" word. (Vaughan Dec. 9 1, 32; Ex. 23)

54. The "Name A Star" phrase relates to star-registration goods and services only in a

very whimsical, incongruous sense. (Vaughan Dec. 1 32, see also Vaughan Dec.  1; Ex. 23)

2. Alleged Competitor Use and Other Abuses

55. Currently there is some abuse of Applicant's Name A Star trade name and

Applicant's Name A Star mark now seen on the Internet. (Vaughan Dec. § 34)





















































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































































